Trademark  Paper

OVERVIEW

For the focus of this paper the specific issue to be discussed is Internet domain names as related to trademarks.  The decisive issue is whether-or-not firms have trademark protection in terms of another company use of their trademark in an Internet domain name.

Some examples of this issue have been highly publicized.  Here are a few recent situations involving trademark and domain name contention:

1. World Wresting Federation won a suit against a cyber squatter (Sports & Business Online).

2. Garage.com is suing Garagelatino.com for trademark infringement (Reuters).  

3. Fidelity Investments originally had to register fid-inv.com versus fidelity.com due to the domain already being registered by another registrar (Sapherstein).

4. The drugs.com domain name sold for more than $800,000 to a cyber squatter (Meeks).

5. The New York Yankees baseball franchise filed a cease-and-desist order against the owner of the newyorkyankees.com domain name (CNN).

Trademark infringement in the case of domain names carries the issue of damage to the owner of the trademark.  This damage can include:

· dilution of the trademark by the other firm’s use, 

· confusion on the part of customers,

· unfair practices, impact to trademark owner business.

RULES

For the issue of domain names the following rules may apply:

· Anti-Cybersquatting Consumer Protection Act (ACPA).

· Trademark Laws.

· Uniform Domain-Name Dispute-Resolution Policy (UDRP).

The Anti-Cybersquatting Consumer Protection Act (ACPA) was passed by Congress to attempt to put a halt to “bad faith” registration of domain names.  As explained in a ComputerWorld article “the Act was very narrowly tailored to apply only to cases in which the domain name registrant acted in bad faith in registering a name belonging to someone else” (McCormick and Mankin). 

Trademark laws are governed by Federal and State and international organizations.  Trademark protection is governed by United States law at both the state and federal level.  Trademarks laws such as the Federal Trademark Dilution Act (FTDA) apply.  On the international front, the World Intellectual Property Organization (WIPO) was founded by the United Nations to address issues such as trademarks.  The WIPO recently found in favor of the world wrestling federation for a domain name dispute with a cyber squatter who had registered worldwidewrestling.com and hoped to profit from that (Sports Business & Industry Online).  

The Uniform Domain-Name Dispute-Resolution Policy (UDR) is enforced by the Internet Corporation for Assigned Names and Numbers (ICANN).  Although there are remedies short of litigation for disputes, the policy does also include an option to make use of trademark laws.  However this policy does provide non-legal options to solve a dispute.

ANALYSIS

If a company determines that their trademark is being used against their approval as part of a domain name or exactly in a domain name, they have certain actions they can take based on the extent, intent, and nature of the trademark infringement.  If the domain name were being used in bad faith to exploit the company name, the firm would most likely pursue measures under either the UDR or ACPA or WIPO.  If the dispute is harder to prove the company will need to seek protection of trademark laws.  Two other non-legal alternatives exist and these are to either pay for the domain name or cooperate with the domain name owner for transfer of ownership.

Cyber Squatting.  The ACPA requires that a company generally prove the following in order to win a cyber squatting case:

· registrant had bad-faith intention to profit from trademark,

· trademark existed at time domain was registered,

· domain name is identical or close to trademark name,

· trademark qualifies for protection under federal law.

The above requirements are expanded to better explain the issues.  

Bad Faith.  The most difficult aspect to prove could be that the registrant had intended to use the trademark for profit.   It might be clear to the company with the trademark that the registrant intended to use their trademark for profit, but it may not be so to others.  For instance if the registrar of fidelity.com was using that site for religious education on marriage, Fidelity Investments would have a hard time with a cyber squatting case.  However if the registrar of fidelity.com attempted to sell the name to Fidelity Investments (and it was documented) the case would be more clear-cut.

Domain Name.  If someone were to register a domain name of exxonoil.com they would meet the criteria for Exxon to challenge that domain name.  If someone registered a domain name of garbage.com and they were challenged by a major waste management firm, that firm would have a hard time proving a case since the name registered is not distinctive nor a match to the company trademark.  

Trademark.  To qualify for protection the trademark must have been used in commerce.  Nolo notes “under trademark law, the first person to use a trademark in commerce is considered the owner - so if you used the name to market your products or services before the domain name registrant started using its domain name, you may be able to prevent that registrant from continuing to use the name.”  A business can also gain ownership of a trademark by filing intent to use (ITU) application with the U.S. Patent and Trademark Office, assuming the application is approved.  So, part of the cyber squatting legislation requires that the trademark actually exist.

Dispute Resolution.  The Internet Corporation for Assigned Names and Numbers (ICANN), the international non-profit organization responsible for domain name registrations, created a policy for domain name dispute resolution.  The process is called the Uniform Domain Name Dispute Resolution Policy (UDRP).  So there are internal measures a company can take to contest the ownership of a domain name without the use of the law.  If the ICANN finds in favor of a company contesting a trademark infringement the domain owner may still not turn over the domain name which will require further legal action.  Disputes can also be taken to the World Intellectual Property Organization (WIPO), which was formed by the United Nations to handle issues such as domain names.  

Trademark Litigation.  To move to a lawsuit based on trademark infringement requires that the company prove one or more of several key factors:

· Trademark is being used on competing goods, in the same market.

· Use of the trademark is confusing to consumers.

· Trademark is being used in the same area (the Internet).

Confusion.  The issue of confusion to the consumers is the most pertinent for domain names.  If a company has a trademark for their name, such as eToys, and another firm reserved the domain name of eToys.com – it would surely confuse the consumers.

Dilution.  Nolo also notes another interesting way to pursue trademark litigation “a trademark owner may go to court to prevent its mark from being used by someone else if the mark is famous and the later use would dilute the mark's strength--that is, weaken its reputation for quality (called tarnishment) or render it common through overuse in different contexts.”   For instance if someone reserved the domain name of Exxonsucks.com they could be sued under this provision.

Trade Names.  Not all company names are trademarked.  Some company names are composed of common names and difficult to trademark.  Just because a company has a name under which it trades does not mean it is trademarked or provided protection under trademark laws.  For the company name to be protected it must be considered an actual trademark.

Trademark Distinctiveness.  A trademark must be distinctive.  For instance a company could not trademark a regular word such as Garage or Truck or House.  Therefore pursuing a domain name registrar who owns one of those names under trademark litigation would not work.

Purchase or Transfer.  It is common for domain names to be reserved and sold for profit.  It had been more common prior to the ACPA but Cyber squatting should become much less profitable as a result of the recent legislation.  There are sites such as GreatDomains.com that specialize in selling domain names and domain name auctions.  An online source for of law information, Nolo Press, notes “even though there's a law against cybersquatting, enforcing it requires suing in federal court and, almost by necessity, hiring lawyers. It may be a lot cheaper and quicker for you to come to terms with a squatter.”  Another action a company can take is to communicate with the domain owner.  It may be possible that the domain name owner was not aware of the possible trademark infringement and would be cooperative to transfer the name.

CONCLUSION

There are remedies for companies that find their trademark used exactly or as part of a domain name.  These can include simple communications and purchase of the domain name, dispute resolution through several organizations, and finally litigation based on trademark and cyber squatting laws.  In the case of disputes or legal action, the trademark owner must provide proof of several requisite items.  The issue of domain name registration is definitely related to the issue of trademarks.  
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